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1. 

Claim Rejections - 35 USC § 112 

2. Claims 10-14, 17-20 and 31-51 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

In the claims, selecting a set of conditional rules from a plurality of sets of conditional rules is indefinite 
in that it is not clear what the "conditional rules". The examiner suggests conditional rules that define a 
discovery strategy and an action strategy, the discovery strategy specifying parameters for whether and 
how to obtain price quotations for the at least one of a plurality of markets, and the action strategy 
specifying order processing parameters, and wherein the discovery strategy includes discovery from at 
least one informal market provided by a liquidity provider not subject to regulation by a government 
securities regulation agency at the time the order-handling program implementing the set of conditional 
rules is executed, and wherein the set of conditional rules is executable by the execution component to 
route the order in accordance with a characteristic of the at least one of the plurality of markets, wherein 
the characteristic defines a manner in which the at least one market provides information and processes an 
order. 

The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

Claims 10-14, 17-20 and 31-51 are rejected under 35 U.S.C. 1 12, first paragraph, because the 

specification, while being enabling for conditional rules that define a discovery strategy and an 

action strategy, the discovery strategy specifying parameters for whether and how to obtain price 
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quotations for the at least one of a plurality of markets, and the action strategy specifying order processing 
parameters, and wherein the discovery strategy includes discovery from at least one informal market 
provided by a liquidity provider not subject to regulation by a government securities regulation agency at 
the time the order-handling program implementing the set of conditional rules is executed, and wherein 
the set of conditional rules is executable by the execution component to route the order in accordance 
with a characteristic of the at least one of the plurality of markets, wherein the characteristic defines a 
manner in which the at least one market provides information and processes an order it does not 
reasonably provide enablement for other types of conditional rules. For example, the 
specification does not provide enablement for rules conditioned on counter party credit. The 
specification does not enable any person skilled in the art to which it pertains, or with.which it is 
most nearly cormected, to make the invention commensurate in scope wdth these claims. 



Claim Rejections - 35 USC§ 102 

3. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the basis 
for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
intemational application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the intemational application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 

4. Claims 10, 32 and 42 are rejected under 35 U.S.C. 102(e) as being anticipated by 



PCT/USOO/10803. 
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The reference was discussed in the previous office action. In particular, the reference teaches that 
"[t]he customer 10 can then select routing information as to where the order should be placed by 
selection of the route 630. 

The examiner interprets the conditional rule to be a user*s selection of a particular route, i.e., the 
NASDAQ SelecNet, an ECN, or the CCS order book "ColorBook" as shown at 704-706 in 
Figure 9. 

The selection of one market reads on the conditional rule from the plurality of market conditional 
rules. The logic to perform this routing must be defined in the memory therein. 

Amending the claims in accordance with the 112 rejections will place the claims in condition for 
allowance. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Richard C Weisberger whose telephone number is 571 272 6753. The examiner can 
normally be reached during the hours of maxiflex. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, James 
Kramer can be reached on 571 272 6783. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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primary Examiner 
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